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REMARKS 

Applicants rcspccirully request reconsideration of the present case in vicav of the above 
:?.incndmcnts and the following remarks. 

Claims 18, and 20-24 are currently pending. Claim 19 has been canceled. Claim 18 has 
been amended, Claimfi 23-24 have been added. No new matter has been inserted. The features 
of claim 19 were incorporated into claim 18, Claim 23 includes features from claims 18 and 21. 
Claim 24 includes features from claim 22. 

35U,S,C. S 103 

Masalova. Papathcodoridis, Ling, and Schonbrimner 

The rejection ofclaim 18 under 35 U.vS.C. § 1 03(a) as unpatentable over Masalova et al., 
J, Med. Virol, in view of Papalheodoridis et al., J. Hepuiol, and further in view of Ling et al., GB 
2,05 1 ,357, and Schonbrunner, GB 2^3 135666, was maintained. Applicants respectfully traverse 
this rejection. 

While not conceding the correctness of the Examiner's position, in the interest of 
advancing prosecution, Applicants have inserted the features of dependent claim 19 into claim 
1 8, rendering this rejection moot, Apphcants respectfully request that this rejection be 
withdrawn. 

Simmonds, Ling, and Schunbriinncr 

The rejection uf claim 18 under 35 U.S.C. § 103(a) as being unpatentable over Simmonds 
et al., WO 93/10239, in view of Ling and SchGnbrunncr was maintained. Applicants respectfully 
traverse this rejection. 

While not conceding the comectness of the Ejcaminer's position, in the interest of 
advancing prosecution. Applicants have inserted the features of dependent claim 1 9 into claim 
1 8, rendering this rejection moot. Applicants respectfully request that this rejection be 
withdrawn. 

4 

PA(£7/10'RCVDAT8f23l20055:58:55PM[Easb^ 



08/23/2005 1G:57 FAX 6123329081 



MERCHANT & GOULD 



@|008/010 



Masalova, Papjitheodoridis. Simmonds, Ling. Schonbriinncr. Lacroix, and Seidel 

Tlie prior rejection of claims 19-20 under 35 TI.S.C. § 103(a) as being unpatentable over 
either of Masalova and PapalheodoridiS: or of Simmonds, in view of Ling and SchOnbrunner as 
applied to claim 18 above, and fiirther in view of either Lacroix (EF 050761 5) or Scidcl ct al, 
USPN 6,183,949, was mainlaincd. Applicants respectfully traverse tills rejection. 

As a preliminary matter, Applicants note that the limitations of claim 1 9 were 
incorporated into claim ] 8. Therefore, the Examiner's arguments regarding claim 19 are 
assumed to apply against claim 18 and the following comments are drafted accordingly. 

In response to the Examiner's rejection, Applicants assert that there is no motivation to 
combine the disclosures of Scidel or Lacroix with that ofMasalova, Papatlieodoridis, Simmonds^ 
Ling, Schonbninner. Specifically, Applicants point oui that "the mere fact that references can be 
combined or modified docs not render the resultant combination obvious unless the prior art also 
suggests the desirabilily of the combination. See Tn re Mills, 16 USPQ2d 1430 (Fed. Cir, 1990); 
MPEP § 2143-01 - In diis case, neither the disclosure of Seidel or Lacroix suggests the 
desirability of using antibodies for detection of HCV core antigen that "are selected from 
antibodies recognizing and binding to a region from position 100 to position 130 or from 
position lo 41 to 50 of HCV core antigen'^ in the context of a "a method for determining the 
presence of Hepatitis C virus (IICV) core antigen and anti-HCV core antibodies in a sample, at 
the same time, in the same vesseF * as required by claim 18. 

Further, Applicants point out that "at least some degree ofpredictability is required" to 
support an obviousness rejection. See MPEP § 2143.02; In re Rinehart, 531 F.2 1048 (C.C.RA. 
1976). In this case, both Scidcl and Lacroix merely provide general disclosures of antibodies 
that could be made wliile failing to provide any reasonable degree of predictability that one of 
skill in the ait could practice the invention claimed. Applicants point out that Seidel only 
generally states that "it is also possible using tlie peptide antigens according to the present 
invention to obtain antibodies by immunization methods familiar to one skilled in the art with 
which the vims itself can be detected in an immunological tesL" See col. 6. Yet, Scidcl 
discloses no such actual ajitibodies. Further, Seidel provides no disclosure regarding antibodies 
that would be suitable for use in the context of a "a method for determining the presence of 
Hepatitis C virus (HCV) core antigen and anti-HCV core antibodies in a sample, at the same 
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time, in the same vessel '^ as required by claim 18. Therefore, Seidel docs not provide Ihe 

reasonable degree of predictability thnt is required to sustain this obviousness rejection. 

Lacroix discl05iC3 that ''the peptides of this invention, either free, polymerized or 
conjugaiii'd to an appropriate carrier are useful in eHciting aatlbodies". S^e p. 7. However, 
similar to Seidel, Lacroix discloses no such actual antibodies. Specifically, Seidel discloses no 
antibodies that would be suitable for use in the context of a "a method for determining the 
presence of Hepatitis C virus (HCV) core antigen and anti-HCV core antibodies in a sample, at 
the same time, in the same vessel " as required by claim 18, Therefore^ Lacroix also docs not 
provide the reasonable degree of predictability that is required to sustain this obviousness 
rejection. 

For at least these reasons, the combination of Masalova and Papatheodoridis, or of 
Simmonds, in view of Ling and Schonbrunner, and further in view of cither Lacroix or Seidel 
fails to leach or suggest the invention of claim 18. As claims 20-22 are dependent on claim 18, 
they are also not obvious. Applicants respectfully request that this rejection be withdrawn. 

Masalova, Papatheodoridis. Simmonds. Ling, SchQnbrunner, Cheng, and Khanna 

The prior rejection of claims 21-22 under 35 U S.C, l03Ca) as being unpatentable aver 
either of Masalova and Papatheodoridis or of Simmonds, in view of Ling and Schonbrunncr as 
applied to claim 18 above, and further view of cither of Cheng et al., US 5,627,080, or Khanna et 
al., US 5,032,503, wa^; maintained. Applicants respectfully traverse this rejection. 

The Examiner conceded that Masalova, Papatheodoridis, Simmonds, Ling and 
Schonbrunncr fail to disclose "one or more detergents with one or more alky] chains of at least 
1 0 carbon atoms and one or more secondary to quaternary amines, or one or more non-ionic 
surfactants or both" as required by claims 21 and 23. Applicants asseit that Cheng and Khanna 
fail lo cure die deficiencies of Masalova, Papatheodoridis, Sirainonds, Ling and Schonbrunncr. 

Cheng and Khanna show the use of detergents in the case of use as analytc-biotin 
bidentate reagent or in the case of decreasing complex formation. However, these uses are 
completely different fvom the use in the present invention. In addition, Cheng describes on 
column 7, lines 26 to 35, *the detergent(s) thai may be employed in accordance with the meihods 
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of Ihc present invention include anionic detergents, cationic detergents(s), Z^^ntterionic 
detergents, and nonionio detergents," Tlierefore, Cheng provides no expectation of success 
because it merely provides a blanket disclosure of all kinds of detergents wilhoul identifying -^jiy 
in particular for use as claimed and without providing any expeclMlion Ih^tl :.uiy parlicuiMr 
detergents would work with the invention as claimed. 

In contrast, ihe present invention is directed to a method for determining the presence of 
HCV core antigen and HCV core antibodies at the same time in the same vessel. To successfully 
carry out such a spcci ( ie method, claims 21 and 23 use detergents with one or more alkyl chains 
of at least 10 carbon atoms and one or more secondary to quaternary amines, or one or more non- 
ionic surfactants or both. Therefore, Applicants assert that the combination of Masalova, 
Papalheodoridis, Siouiionds, Ling, Schonbrunner, Cheng and Khanna fails to render claims 21 
and 23 obvious. As claim 22 is dependent on claim 21, and as claim 24 is dependent on claim 
23, they are also not rendered obvious. Applicants respectfully request that this rejection be 
withdrawn. 

Summary 

In view of the above amendments and remarks. Applicant respectfully requests a Notice 
of Allowance. If the lixaminer believes a telephone conference would advance the prosecution 
of this application, the Examiner is invited to telephone the undersigned at the below-listed 
telephone niunber. 




Respectfully submitted. 



August 23, 20Q 5 



Dale 



Brian H. Bat7,li 
Reg. No. 32,%0 



Merchant & Gould P.C. 
P.O. Box 2903 

Minneapolis, MN 55402-0903 
612.336,4755 



BHB:MED:kf 



23552 



r A I l{N r YMAJ JhMAltiC fM^lTK 



7 



PA(X 10/10 ' RCVD AT mos 5:58:55 PM [Eastern DayligM Tone] ' SVRiUSPTO^^^ 



